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Introduction 

According to 37 CFR 41.203(a), “An interference exists if the subject matter of a claim 

of one party would, if prior art, have anticipated or rendered obvious the subject matter of a 

claim of the opposing party and vice versa.”  As discussed hereinafter, the phrase “the subject 

matter of a claim” has traditionally been interpreted as meaning the subject matter defined by 

that claim.  In other words, the test for whether two claims owned by different parties interfere 

has traditionally been the same as the test for whether two claims owned by the same party but 

appearing in different cases4 stand in an obviousness-type double patenting relationship.  As is 

also discussed hereinafter, when the issue is obviousness-type double patenting, it is very well 

established that only the subject matter defined by the claims is to be compared and that the 

entire specification of the reference patent or application is not part of the “prior art.”  However, 

the Federal Circuit’s opinion in Rolls-Royce, PLC v. United Technologies Corp., 603 F.3d 1325,  

95 USPQ2d 1097 (Fed. Cir. 2010) (opinion by Circuit Judge Rader for a panel that also consisted 

of Chief Circuit Judge Michel and Senior Circuit Judge Schall) (hereinafter referred to as “Rolls-

Royce”), is at least verbally inconsistent with that traditional understanding. 
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What the Federal Circuit Said in Rolls-Royce  

Rolls-Royce was an appeal from a 35 USC 146 action brought to review a decision in a 

patent-application interference.  Priority was not in dispute.  The only issue was the propriety of 

the district court’s reversal of the board’s denial of the junior party’s motion for a judgment of 

no-interference-in-fact. 

At the outset of its opinion, the court asserted that, “Because the district court correctly 

determined that Rolls-Royce, PLC’s (“Rolls-Royce”) ‘077 patent would not have been obvious 

in light of United Technologies Corp.’s (“UTC”) ‘931 application, this court affirms.”5  Notably, 

it did not say that it affirmed because the district court correctly determined that the subject 

matter defined by the claims in the ‘077 patent designated as corresponding to the count would 

not have been obvious in light of the subject matter defined by the claims in the ‘931 application 

designated as corresponding to the count. 

Later in its opinion, the court said, “For the interference analysis [i.e., for the analysis to 

determine whether there was an interference-in-fact], UTC’s ‘931 application is prior art for 

Rolls-Royce’s ‘077 patent”6—again not distinguishing between the ‘077 patent and the ‘931 

application in their entireties and the subject matter defined by the claims in the two cases 

designated as corresponding to the count. 

Finally, the court concluded its analysis by saying that, “Because the ‘931 application 

does not render the ‘077 patent obvious, this court affirms the district court’s holding that the 

claims of [the] Rolls-Royce ‘077 patent are patentable over UTC’s ‘931 application.”7  

The Law re Double Patenting 

As the court stated in In re Berg:8  

Obviousness-type double patenting is a judge-made doctrine that 
prevents an extension of the patent right beyond the statutory time 



 3

limit. It requires rejection of an application claim when the claimed 
subject matter is not patentably distinct from the subject matter 
claimed in a commonly owned patent.9 

Moreover, it is black-letter law that, when the issue is obviousness-type double patenting, 

only the subject matter defined by the claims in issue is to be compared and that the entire 

specifications of the two cases are not to be used except for the purpose of construing the metes 

and bounds of the claims.  As Prof. Chisum said in 3A Chisum, Patents § 9.03[1][a] concerning 

use of the entire specification of the “reference” patent or application as “prior art”: 

the standard for comparison for the second patent is what was 
claimed in the first patent, not what was disclosed in the 
specification of the first patent. 

And, as he noted in 3A Chisum, Patents § 9.03[1][b] concerning the use of specifications 

in construing the claims in double patenting cases: 

the patent disclosure may not be used as prior art. ... This does not 
mean that the disclosure may not be used at all. ... [I]n certain 
instances it may be used as a dictionary to learn the meaning of 
terms in a claim.  n8   
________________________________________________________ 

n8  In re Vogel, 422 F.2d 438, 441, 164 USPQ 619, 622 (CCPA 
1970). 

The Law re Interference-in-Fact 

Federal courts apply the USPTO’s definition for interfering subject matter when 

analyzing the existence of an interference-in-fact, even though they are not bound by USPTO 

rules and regulations.10  The USPTO currently defines interfering subject matter as existing when 

“the subject matter of [one] claim . . . would, if prior art, have anticipated or rendered obvious 

the subject matter of [another] claim and vice versa.”11  This definition, articulated in terms of 

obviousness and anticipation, is equivalent to the “same patentable invention” standard.12  

Further, the “same patentable invention” standard is well established to mean the same thing as 

“not patentably distinct.”13   
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Rolls-Royce is one of only two Federal Circuit opinions citing the USPTO’s definition of 

interference-in-fact in 37 CFR 41.203(a) since the 2004 amendment of the interference practice 

rules.14  However, the USPTO did not intend to substantively change the definition of 

interference-in-fact through its 2004 amendment of 37 CFR.  To the contrary, in response to 

comments on the notice of final rulemaking, the USPTO affirmed that “[t]he phrase [‘patentably 

distinct’] has an established meaning as a difference between subject matter that would have 

been neither anticipated nor obvious.”15  Moreover, the USPTO also reaffirmed the equivalence 

of the terms “same invention” and “not patentably distinct.”16  Finally, the MPEP continues to 

cite case law predating the 2004 amendments to 37 CFR to support its current definition for 

“interfering subject matter.”17   

Accordingly, we agree with the passage in the Federal Circuit’s opinion in Advance 

Transformer Co. v. Levinson18 that states that the subject matter defined by the claims is 

controlling when determining the existence of interference-in-fact – even though the statutory 

language uses the words “interfering patents” instead of "interfering claims."19  Furthermore, we 

agree that “[i]t is thus correct, and necessary, to compare claims, not disclosures,” to determine 

the existence of interference-in-fact.20 

Conclusion 

We are not sure that the court appreciated the significance of what it was saying in the 

passages quoted above from Rolls-Royce.  In addition to those infelicitous passages, the court 

also said that, “If claim 8 of Rolls-Royce’s ‘077 patent would not have been obvious to one of 

skill in the art in view of claim 23 of UTC’s ‘931 application, then this record does not show a 

cause for interference.”21  That language at least focuses on claims in the two cases rather than 

on the disclosures of the two cases in their entireties.  However, the language used by the court in 
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Rolls-Royce should alert the interference bar to the possibility that another seismic shift in their 

understanding is in the offing.22  
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