BNA’s

Bloomberg

BNA

Patent, Trademark
& Copyright Journal®

Daily Edition

Reproduced with permission from Patent, Trademark & Copyright Journal - Daily Edition, 93 PTCJ 2039,
11/04/2016. Copyright ©® 2016 by The Bureau of National Affairs, Inc. (800-372-1033) http://www.bna.com

PATENTS

Why Wasn’t Vapor Point LLC v. Moorhead an Interference?

By CuarLEs L. GHoLz aAND Marc K. WEINSTEIN

recurrent mystery to those of us who make or have
A made our livings practicing interference law is

why we see issues that look like plain vanilla inter-
ference issues being decided by what Judge Kera (with
his thick Brooklyn accent) used to call “amachoors”
(i.e., Article III district court judges) in proceedings ill-
adapted for the purpose.

The senior author of this article has written on this
subject twice before (Gholz, Don’t Forget That Inven-
torship Issues Can Be Determined in an Interference!,
85 PTCJ 115 (2012), and Gholz, Why Wasn’t In re Hub-
bell Hubbell v. Hubbell?, 20 Intellectual Property Today
No. 6 at page 19 (2013)). Today we are back at it again.

Charles L. Gholz is senior counsel in Oblon,
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dria, Va. He can be reached at (703) 412-6485
or cgholz@oblon.com.
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The Facts in Vapor Point

By the time it got to the Federal Circuit, Vapor Point
LLC v. Moorhead, 832 F.3d 1343, 119 U.S.P.Q.2d 1722
(Fed. Cir. 2016) (per curiam opinion for a panel consist-
ing of Judges O’Malley, Chen and Stoll, concurring
opinion on a different point filed by Judge O’Malley),
was a straight-forward 35 U.S.C. § 256 case—correction
of a named inventor. However, it didn’t start out that
way, although it did involve reciprocal Section 256 con-
tentions.

Vapor Point LLC and two individuals named Nathan
and Matheson sued NanoVapor Fuels Group Inc. and
an individual named Moorhead under, among other
laws, 35 U.S.C. § 256 seeking to have Nathan and
Matheson named as joint inventors on two patents
owned by NanoVapor that named Moorhead as the sole
inventor.

NanoVapor and Moorhead responded by counter-
suing Vapor Point, Nathan and Matheson under Section
256 and other laws seeking to have Moorhead named as
either a joint inventor or the sole inventor on five pat-
ents owned either by Vapor Point or one or the other or
both of Nathan and Matheson.

Importantly, Moorhead, Nathan and Matheson had
all been employed by Vapor Point during the general
time frame during which all of the inventions at issue
had been made. (As the per curiam opinion remarks,
“The factual and procedural history in this case is con-
fusing . ...” 119 U.S.P.Q.2d at 1723).

However, in addition to the reciprocal complaints un-
der Section 256, the parties also initially sued each
other under a bunch of Texas state law forms of action
about which we (and, presumably, most other patent
lawyer specializing in interference law) know nothing,
and NanoVapor also sued Vapor Point for infringement
of one of the patents (hereinafter referred to as ‘“‘the
’310 patent”) that named Nathan and Matheson as joint
inventors.

NanoVapor moved for an evidentiary hearing limited
to the inventorship questions, and Vapor Point appar-
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ently joined in that motion. However, according to the
appellate court’s per curiam opinion, the district court
reasoned that:

“[b]y requesting findings of fact and conclusions of law re-
lating only to inventorship under 35 U.S.C. § 256, both par-
ties are essentially requesting that this Court bifurcate the
inventorship claims from the state law and infringement
claims and make an early determination on the inventor-
ship issues.” [119 U.S.P.Q.2d at 1724.]

The district court then denied the motion because
“the state law causes of action share a common factual
core with the inventorship claims and judicial determi-
nation of the inventorship issues at [this] time would
deprive the parties of their right to a jury trial . ...” 119
U.S.P.Q.2d at 1724-25.

Both parties subsequently dismissed all of their state
law claims, and NanoVapor explicitly “request[ed] the
Court to decide the inventorship issues as there is no
right to a jury trial on contested fact issues related to in-
ventorship.” 119 U.S.P.Q.2d at 1725.

The district court obliged. After a four-day eviden-
tiary hearing on the inventorship issues, it “issued an
order denying NanoVapor’s claims of inventorship and
granting Vapor Point’s to the extent Nathan and Mathe-
son sought to be added to the 310 and 862 patents as
additional inventors.” 119 U.S.P.Q.2d at 1725. In its
opinion:

[T]he district court addressed the “four key concepts in the

’310 and '862 patents: * * * The district court found that Na-

than contributed to the conception of the first three of these

four key concepts and that Matheson contributed to the
third and fourth concepts. * * * The district court denied

NanoVapor’s claim that Moorhead should be a named in-

ventor on Vapor Point’s patents. [119 U.S.P.Q.2d at 1725.]

NanoVapor then moved for a trial on what it called its
affirmative defense that Nathan and Matheson (who, it
will be recalled, had been employed by NanoVapor) had
an obligation to assign to NanoVapor their interests in
the patents on which they had just been named as joint
inventors. Vapor Point of course opposed, asserting
that, after the state law causes of action were dismissed
with prejudice, only the federal claim under § 256 re-
mained among the issues relating to inventorship, and
““an obligation to assign is not an affirmative defense to
a cause of action to correct inventorship....” 119
U.S.P.Q.2d at 1725.

As for NanoVapor’s cause of action against Vapor
Point for infringement of the ’310 patent, Vapor Point
argued that NanoVapor did not have standing to pursue
it solely in its own name because Nathan and Mathe-
son, who were now deemed to be joint inventors of that
patent, had refused to join the action against their once
(and possibly future?) employer.

What the Federal Circuit Held

On appeal, NanoVapor argued that the district
court’s determinations on inventorship were not sup-
ported by clear and convincing evidence. Despite not
parsing the evidence deeply, all three judges on the ap-
pellate panel disagreed with NanoVapor:

Given the evidence adduced, we find that the district court
was correct to conclude that both Nathan and Matheson
should be listed as inventors on the *310 patent, which is the
only patent asserted in NanoVapor’s infringement claim.
All inventors, even those who contribute to only one claim

or one aspect of one claim of a patent, must be listed on that
patent. See Ethicon, Inc. v. U.S. Surgical Corp., 135 F.3d
1456, 1460[, 45 U.S.P.Q.2d 1545] (Fed. Cir. 1998) (“[A] co-
inventor need not make a contribution to every claim of a
patent. A contribution to one claim is enough.”) (citation
omitted). The district court’s findings that Nathan contrib-
uted to three of the four key aspects of the invention are
supported by substantial evidence. And, substantial evi-
dence supports the district court’s conclusion that Mathe-
son contributed to the conception of the use of diffusion
plates, as recited in claims 11 and 12 of the ’310 patent.
While we agree with NanoVapor that the district court
erred in finding that Matheson contributed to the concep-
tion of the use of a particulatizer to create micro-sized VOC
particles for treatment and the use of diffusion plates to dis-
tribute micro-sized particles across the vapor capture me-
dium, that error does not change the validity of the ultimate
judgment because Matheson was still properly found to be
an inventor of the diffusion plates.

These finding are sufficient to support the district court’s
inventorship judgment. Co-inventors need not ‘“‘physically
work together or at the same time,” “make the same type
or amount of contribution,” or ‘“make a contribution to the
subject matter of every claim of the patent” 35 U.S.C. § 116.
“[IInventorship is determined on a claim-by-claim basis.”
Trovan, 299 F.3d at 1302 (citing Ethicon, 135 F.3d at 1460).
[119 U.S.P.Q.2d at 1726.]

Comments

So, why weren’t the inventorship issues resolved via
one or more interferences, given that both (or all) sides
had filed patent applications, given that the various pat-
ent applications apparently claimed (at a minimum)
closely related subject matter, and given that neither
side’s public uses or publications were apparently avail-
able as prior art against the other side?

We speculate that the choice of counsel by the real
parties-in-interest drove this result. If the real parties-
in-interest had come to lawyers familiar with interfer-
ence law, their first thought would likely have been to
try to resolve the inventorship issues via one or more in-
terferences, saving the assignment issue for a separate
action in a court having personal jurisdiction over the
real parties-in-interest. (See Beech Aircraft Corp. v.
EDO Corp., 990 F.2d 1237, 26 U.S.P.Q.2d 1572 (Fed.
Cir. 1993) (opinion delivered by Judge Rich for a panel
that also consisted of Judges Archer and Lourie), dis-
cussed in Gholz, A Critique of Recent Opinions of the
Federal Circuit in Patent Interferences, 76 J. of the Pat.
& T’'m Off. Soc’y 649 (1994) § V.A,, “There is a Differ-
ence Between Determining Which of Two Rival Com-
pany Claimants Owns an Invention and Determining
Which of Two Rival Inventive Entities Made the Inven-
tion First, and the Board Has Jurisdiction to Decide the
Priority Issue Despite the Pendency of District Court
Litigation Over Title Between the Assignees of the Par-
ties Before It.”’) That is because interference practitio-
ners are comfortable with the process and the judges
who handle interferences.

But instead of coming to interference practitioners,
the real parties-in-interest apparently selected counsel
who were comfortable with the Texas state law causes
of action. Moreover, at least initially the real parties-in-
interest were seeking money judgments, which of
course are not available in interferences.

The real parties-in-interest presumably got at least
more or less what they wanted. However, we strongly
suspect that, if the inventorship issues had been submit-
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ted to administrative patent judges at the Patent and
Trademark Office, the APJs’ resolutions of those issues
might have been quite different from the resolution of
those issues by the Article III district court judge—and
at a fraction of the cost of the district court proceeding.
Moreover, we suspect that the Federal Circuit would
have been just as quick to place its imprimatur on the
APJs’ quite different resolution of those issues. After
all, as Judge Newcomer wrote in an often-quoted pas-
sage in Mueller Brass Co. v. Reading Industries Inc.,
352 F. Supp. 1357, 1372, 176 U.S.P.Q. 361, 372 (E.D.
Pa. 1972), aff’d, 180 U.S.P.Q. 547 (3rd Cir. 1973),

“[Inventorship] is one of the muddiest concepts in the
muddy metaphysics of patent law.”

Hence, the teaching point of this article is probably
that in-house counsel for the real parties-in-interest in
such situations should think long and hard about what
they really want to get for their money in the litigation
that they are contemplating. In this case, the fact that
the real parties-in-interest readily dismissed their Texas
state law causes of action in favor of seeking expedited
resolution of the inventorship issues suggests to us that
the decision makers at the real parties-in-interest did
not do an adequate pre-litigation job in that respect.
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