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Introduction

Agilent Technologies, Inc. v. Affymetrix, Inc., 567 F.3d 1366, 91 USPQ2d 1161 (Fed.

Cir. 2009)(hereinafter referred to as “Agilent”)(opinion by Circuit Judge Rader for a panel that
also consisted of Circuit Judge Mayer and Circuit Judge Posner of the Seventh Circuit, sitting by
designation),’ held that a “copied” claim” can be interpreted in one way for one purpose and in
another way for another purpose—i.e., that such a claim can mean one thing in deciding one

motion and mean something very different in deciding another motion. Koninklijke Philips

Electronics N.V. v. Cardiac Science Operating Co., 590 F.3d 1326, 93 USPQ2d 1227 (Fed. Cir.

2010)(hereinafter referred to as “Philips”)(opinion by Circuit Judge Gajarsa, joined by Chief
Circuit Judge Michel and Senior Circuit Judge Friedman),” emphatically reaffirmed Agilent’s

holding. Still more recently, Robertson v. Timmermans, F3d USPQ2d  (Fed.

Cir. 2010)(hereinafter referred to as “Robertson”)(opinion by Circuit Judge Plager for a panel

that also consisted of Circuit Judges Linn and Dyk), rev’g Robertson v. Timmermans, 90

USPQ2d 1898 (PTO BPAI 2008)(non-precedential)(opinion by APJ Lee for a panel that also
consisted of APJs Schafer and Tierney)® again reaffirmed the rule in Agilent.

However, the Federal Circuit’s opinions in Yorkey v. Diab, F.3d , 94 USPQ2d

1435 (Fed. Cir. 2010)(hereinafter referred to as “Yorkey 1”)(opinion by Chief Circuit Judge
Michel for a panel that also consisted of Circuit Judge Gajarsa and District Judge Kendall of the

U.S. District Court for the Northern District of Illinois, sitting by designation); Yorkey v. Diab.




__F.3d___,94 USPQ2d 1444 (Fed. Cir. 2010)(hereinafter referred to as “Yorkey I1”)(opinion
by Chief Circuit Judge Michel for a panel that also consisted of Circuit Judge Gajarsa and

District Judge Kendall); and Rolls-Royce, PLC v. United Technologies Corp. F3d__

USPQ2d __ (Fed. Cir. 2010)(hereinafter referred to as “Rolls-Royce”)(opinion by Circuit Judge
Rader for a panel that also consisted of Chief Circuit Judge Michel and Circuit Judge Schall),
raise the question of whether all panels of the Federal Circuit (including panels the membership

of which overlaps with the membership of the panels in Agilent and Philips) are following

Agilent and Philips).

The Facts in Yorkey | and Yorkey 11

In both cases, Yorkey was a junior party patentee, and Diab was a junior party applicant.
In Yorkey I, Yorkey was involved on its patent No. 5,645,060, and Diab was involved on its
application S.N. 09/110,542. In Yorkey Il, Yorkey was again involved on its patent No.
5,645,060 , but Diab was involved on its application S.N. 09/111/604.

In Yorkey I, there were two non-McKelvey counts. Yorkey’s claims 1, 2, 8, and 12-16
and Diab’s claims 15, 19, and 20 were designated as corresponding to count 1. Yorkey’s claims
3-5,7, 10, 11, and 17 and Diab’s claims 16-18 and 21 were designated as corresponding to count
2.

In Yorkey I, there was a single McKelvey count consisting of the Boolean union of
Yorkey’s claim 6 and Diab’s claim 38.

In Yorkey I, Yorkey had filed four motions. Although the court’s opinion is not clear on
this point, apparently one of those motions was a motion for a judgment that Diab’s claims
corresponding to count 1 were unpatentable for lack of written description, and one of those

motions was a motion for a judgment that Diab’s claims corresponding to count 2 were



unpatentable for lack of written description.” A panel of the board denied both of those motions,
and Yorkey appealed.

In Yorkey I, Yorkey had filed two motions. One of those motions was a motion for a
judgment that Diab’s claims corresponding to the single count were unpatentable for lack of
written description.® A panel of the board denied that motion, and Yorkey appealed.

Unfortunately, the court’s opinion does not quote any of the claims involved in Yorkey I,
nor does it explain the precise relationship of those claims to either of the non-McKelvey counts.
Moreover, despite the fact that the issue before the board had been the patentability of the claims
corresponding to the counts, the court only analyzed the written description issue as applied to
the language of the counts, without explaining how that analysis applied to the language of
Diab’s claims.

In its opinion in Yorkey |1, however, the court quoted lengthy passages from Yorkey’s
claim 6 and Diab’s claim 39.° Those passages make it very, very clear that at least Diab’s
application claim 39 was very closely modeled on and used much of the same language as
Yorkey’s patent claim 6. That is, Diab’s application claim 39 was a “copied” claim as that term

of art is used in interference law.

The Absence of Reference in Either Yorkey | or 1 or Yorkey 11 to Either Agilent or Philips

Although both Chief Circuit Judge Michel and Circuit Judge Gajarsa had been on the

panel in Philips, neither Yorkey I nor Yorkey Il mentions Philips—or, for that matter, Agilent or

any of the predecessors to Agilent and Philips discussed at length in those opinions.

What are we to make of this fact?
I submit that there are two possibilities.

The first possibility is that Diab’s claims involved in Yorkey | were, like Diab’s claims



involved in Yorkey Il, not identical to Yorkey’s claims and that Their Honors did not realize that
a claim could be “copied” for interference purposes even though it was not word-for-word
identical to the target claim. That of course suggests that Their Honors were unfamiliar with one
of the basic tenets of modern interference practice.'

The second possibility is that Their Honors were sub silentio limiting Agilent and Philips

to claims copied in ipsissimis verbis. That, however, hardly seems likely—since imposing such

a major limitation on two so recently decided (and very controversial—at least among the

members of the interference bar'') opinions sub silentio would not be good judicial practice.

The Facts in Rolls-Royce

Rolls Royce was an appeal from a 35 USC 146 action brought to review a decision in a
patent-application interference. The opinion says that “This court gives pending claims in
interference proceedings their broadest reasonable construction in light of the specification™*—
without saying which specification or why it was using that specification to interpret the claims
in which case in interference. However, the court then interpreted the applicant’s claims in light
of the applicant’s specification despite the fact that the applicant’s claims were “copied from”

(i.e., were modeled on) the patentee’s claims.

Of course, Rolls-Royce is distinguishable from Agilent, Philips, and Robertson (which

was decided the same days as Rolls-Royce) because the motion in question was a motion for a
judgment of no-interference-in-fact rather than a motion for a judgment of unpatentability for
lack of written description. However, | believe that the fact that the identical claim is interpreted
differently for those two types of motions highlights one of the problems with the Agilent rule.
Specifically, Agilent says that the reason the copier’s claims should be interpreted in light of the

specification from which they were copied in deciding a written description motion is to insure



that parties have a right to claim the same invention.*®> However, the purpose of a motion for a
judgment of no-interference-in-fact is to insure that the parties are, in fact, claiming the same
invention. So, if the purpose of the two types of motions is so similar, why should the copier’s

claims be interpreted differently in the two situations?

Comment

IMHO, Yorkey I, Yorkey Il, and Rolls-Royce are further evidence of the fact that the

whole issue of multiple, differing interpretations of the same claim cries out for reconsideration

by the Federal Circuit en banc.
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