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NEEIINE I INPESBRamM! Jurisdiction
ProVvingNSaerEaItn
LegeaiseneiEquitanierRelief
Advantages g’f@P' over UDRP
alntiff & Defense Strategies
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Jurisgictional Base > Exclusive

CNNEIR AN AN IINPESOn Al jurisdiction
mutu:lJl y/ exr*Jus]‘\xe,l- Alltalia-Linee Aeree

llENS?I. As Ve Casinoalitalia.com, 128
’ r,:)LlJOJO,ZCJ 840, (E.D. Va. 2001)



BASISHIOR (@R Rem Jurisdiction

h—

a Urizlglgiieg clgser oerf aI jurisdiction
OVEITKIBYYArAETENdal
8 FoifoLicn)elt] e%lcf-
s '

putative der

unable to find a
Al

Heathimont A.E. Corp. v. Technodome.com,
2000 U.S. Dﬁ LEXIS (E.D. Va. 2000)



PUE D]J]c:r e

“NVIUSIESHOW G UE dmger e in proving a
ECKAOINPEISONall JUrSdiction

i EaligiielL A ES Corp. V.

ecnneuonie. cont, 2000 U.S. Dist.

EXIS (E.D. Va. 2000)

Must show ne personal jurisdiction in

forum and In any other state /ad.

s



IOINIANRET f Actions

“Whyemursdiction exists only in the
jugicialfeistict of domain name registry,
[EgIStIgls 01 other domain name
autheiyEesds ULS.C. § 1125(d)(2)(A)
“leetboston Financial Corp. V.
Fleetvostonifinancial.com, 2001 U.S. Dist.
LEXIS 4797 (D. Mass. Mar. 27, 2001)

3



|red

WY usisplead and prove‘.ﬂ faith in in
repiraeions:” Harrods Ltd. V. Sixty
Interet omaln Names, 110 F.Supp.2d
A20(EVD, \/rn ﬂj(f )



BEeIth TRtent to profit
REgISIErSptrartics in, or uses domain
ldenuEal e confusingly similar to the
 plaimtiirsimark

| Plaintiff’s ma kK - distinctive or famous




SAENEAIUI Factors

liiguemarkiorotier 1P rights

LEgaINgEIfE OF ISEC to jdentify
PHEIRUSENWItRTBeRa fide offerings

_ 50na fidenoncommercial or fair use

| Inten [0) gt CONSUMEers
Offer to transfer domain name for $$
Material or misleading false contact info
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SeeNEAIlNEaCLorS (cont.)

RERISiration e multiple domain names

WichRayeNdentical or confusingly

SImilaisterethers” distinctive marks or

Il ULVESBIRTamoust marks

| The extent te which the trademark
Incorporatediin the domain name Is
distinctive and famous

15 U.S.C. § 1125(d)(1)(B)(I)




APPIC

=RIMENIEI0S had fait

commersiel use reflecting intent to
AIVERRCUSIOMErS

Oflers 1o at 1 1 prices

Patte terlng well known marks



Tamishment | d Faith

Watic] - Use of BARBIESPLAYPEN.COM
NCERRECHEN W’Ew orﬁlte
“"Wienisenare. Feerster - linking to anti-
~ Semiticelpornographic content
" E. &J Gallo- Use of
ernestanc julie.com for anti-wine site

Ford Motor - Using fordrecalls.com to
sell hard porn



o)

ed Lomoan/ war S Farm
REQUESINIOIFCOontinUEd use of domain name
‘andicovenanisnot torsue - Broadbridge Media
- Post=registration adoption of assumed name
" Morri, Son & Foerster eBusiness, Inc. -
Morrison' & Foerster



ad Faith

. l

/e 519r03'£5 |t E. & J. Gallo

g iiademark names, registering
iCliious names, offering dubious
| @Aplgmgmor Sfo) adoption of domain

- names - Northern Lights

»



Othelf Evidence C ad Faith

IieRLterSEekstiE  advice of counsel
'r OENEGISIENNG domaln name. E. &
J, E//J Wineny V. Spider Webs Ltd.,
,J_r;#_ XIS 912 (S.D. Tex.

=5
—d
-
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dence ofi Bad Faith

nite Be candid with you . . . to
PEORIEe squirming around over
tnats enjoyable.” Morrison &

'



rEWEECTVILy"and Damages

WACRAvappliesretioactively, but only for

PrespEcHyENnjunctive relief

“Damegesiaveailanie for post-enactment
EgIStraion, trarmcking or use

| Mattel - continued use of web site post-

ACPA triggered damages



SUclUEIR/SIDamages

m 5 000 ie)s L)) C)e)C)

8 Elgeironics el

$5005000 total (5

- Gallo = $25,000

" Shields v Zuccarini - $10,000 per
($50K)
United Greeks - $2,000 per ($10k)

e V. Zuccarini,
C

0,000 per)



Vaiie/=SRegjstientinternet Dimensions,
and BERjemn: Schiff, sﬁp officer,
direcio)g sihiarenolder, and employee
SCNIIITPENSE! ﬂ able without piercing
- corporate veill

o
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PlliceFtianility

“WAGeorate officer who directs,
contiolENEtifies, participates in, or is
thegmpyinglforce behind the infringing
Activityssseersonally liable for such
infringement without regard to piercing
the corpoerate veil.” Mattel (quoting
Babbit Electronics, Inc. v. Dynascan
CorpRrsoiEnetd MG IS AN 11t Cir.
1994)).
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ACEAVAUVaNTages

I raer MLENIL LOFPIOTIT 11 reglsterlng
mg orruse

o [nterests in domain

gitimart
ude liability:

ppreciue
LC ]scov_ery
Statutory Damages and broad equitable relief
Contempt Powers
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RASAAVARtEGeS (
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AGIA PlaintiiT S ategles

WBEEUmEnt communications
“NDISCOVEIVAE wide and deep
L OffieisteNaly, Ut for out-of-pocket costs
Fevidence of bad faith

Saf harlsor unavailable to partial bad
faith actor
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Strategies

JmJlrlrJ iy of the marks
’'s “good faith” case
AVOIERNEISE JJJB;JJ of sale

". Safiel Handor Provision



conclusion

otatt LOLY Darg@geﬂ;
sERaIFtanIlity
njunctive Reliet

Contempt
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