THENHPERRSRUERSIIIEIERSOUrt's Patent Decisions on your Overall IP Strategies



W, Toclc Bakar




Toolcs of DiscuUssion:

a25zely V. Mercexerarge (2008) — Wniers |s
SEIHENENL: JfJJ'JfJL[l\/é rellef eiporooriaie if)
NI EINENRCESEY,

Mecdlruneg v. Ganeaniaer (2007) — Ceip)
2L llegnses In good sieinding esieolise g
Artlcle |l ezise or con) rovers;/ If) OuUrsUt of
el cleclaraiony L et

(2008 — Usicler whizt cis
aif) Inlltlel] sele of 2 grocu
prowwd ENETINIRELER N r]ght.* i
orocjuei?

OBLON
SpPIvAK

Cleintel CorfoLiiar V. I_C—j
C
|Ci



5

a8y, MarcExXenaric

)
(>

Trieit weas tner..,
i 2l prlrem Wels fouricl veliel siric
irifririged, trign, lusant speclzl
CIfCUMSIECES, 2L gzt
Irljurietiarn woulll ]55 l2 (fgerneral rule”).
RUTSHISHIGITE
If <1 getiant s foulne valid zincl Jmmrue cl,
'h:m ifle pelignliga st seisiy e
“irel IJ[JOchLI foLf felciofr (asit to ogizln &l
gerfnzEent njLnetior).

/




FOLr P

Plelrlilff rrust cerrorsireiie:
(L) irieii Ji rlels siffered cn irreoereole

05

\ciofr Tasi

Irl)Liry:

(2) irizii rerrieclias avallzigle 2 elt |2y 2ire
Irlcielec|lzlie [0 coppansaie for iz
IrjLIry:

(8) iseit consiclerinie) e Oelrrnrw O f

fleirelsallos gaiwesrn) irlg glalnilff el

inle clafanclant, 2 renr ed/ Ir) 2cjuity 1
fll \f]

(4) "E'r‘Ja_' i SN0 Lolle Irtarast Wwolld rot e
/e I O/ el gefrrletrerit JrJJllrJQEJOrJ



MerecEenzarige assariad 1is “ousinass

friginioc” gaiiani gl st eDay I LET]

I] gruru flegotlelilons OroKe oy,
ne disirict court fgtriel irlzit

]\/Jerc:,@mrlrue el s velid rlnrl

Il CECNNACISENAS ”IJ/jrl\ovv feziilre,

\OOI/JHJ HIEN OUINEIEO
ine “ganerel rule,” ine
coricltclecl irlzii \ViercE e
SUIiE 2l JrrHOrlrrlOIH mJLr
ce s ]mvermom

\
o
(D
@
()

= 0'7

[0

lic

(@)
(@)



aBay BacKcrallnel




28zalV Ifnoact on Paiant Ownears

Altriggrl irig Paignt Act orovides Peignt
Owrlers e rJght | ¢! Jd@ Qirlers frof
mrmmg LISIE 2 2rt Owrners
r
m

Inveriorn, a ISt orove
Jrregrnrrn,,ole [lel] m 10 QUIEIf] 20 Qerffeer
Inljuricilor),
Two Groues of Paient Owrners:
Trigsea irlei rlenca/lse irelr clalrnac
VERGISS
Trngse izt orly llegnse ineir cleldmed
VERGISS
Jrjcreglgng consﬂ]derat]gn p'f aJterrga_"t]\/e CONISES
of zicilof] Ineltcling atrsirlgy FTC njuricijye
rallerf,

OBLON
SpPIvAK

‘_



g8ely limoact on Treacsmear/Cooyricini
Owrars

Disirict colris cple] cigoellziia cglris
asife fgreacd ig cigoly irle oLl facior iesi
for 2l [P caisas wriare Injunciyve relief

OBLON
SpPIvAK



Macllmmune v, Ganeaniach)

Trizit wels tnerl. . .

A gelieri llegnses 1 goodl siaricing
collle not esiiziglise el Arilcle ||| caise
Of corlifoversy Uncdar ine Facerel
Clreut's riegumrlole Agoreriension




.
=
(s
&
G
7/
"W

0]
©
-
02
o
-
o

et it s

"

2l reazone ole csiggreransiorn of sl
ofl ire gzt gf irje DJ glantlff; cincl
orgsant cicivity oy e DJ gleinlif
irlelt collle] consiiie ermgememr Of
“rnesinlgill pregaraion” o coriduct
oozl Inirrigirlg aetviiy.

(P ‘
L_J -
G Y




Macllmmune v, Ganeaniach)

ulISNSNIEY

“Wrigre irirgaianee goverrirlant eicior)
IS coneernead, & glelntlif 1s not rectired
HOREYAIOSE 'rnmﬁlr 10 llzlgility efore
Ormgmg Llt to erzllange ire as]s fof
i sugrarne Colrt Oginlor.




\Viacllrnrnune Bacxclrouric)

Mecdlrrntre (licersae) arndl
Geaneriigcr (licensor) erieracd iy
gelter)t llearising eejrearmer,
Mladlrrentisia viaweed & letiar frofpg)
Ganeniach «is &l irlfeii o 2z
NI CENSERIIEREINIGIECERIE
SENENIECINIELERET ST

VIEL Hmmume’s SVrelgls drtig).

Syrrelis eiccouriisd for 80% of
VEGIINNNESISEIESHEVEIIES




continued

\Viacllrnrnune Bacxclrouric)

Meacllrarnne gallaveac ireai irja
Ganeriigcr) gaiiant yweis Irvealicl zinc
Lifleriforcazig)e,

l\/lecllmrnun@ oa]d ifle royellias cie
Lricler groias




\Viacllrnrnune Bacxclrouric)

Trne disirict colri disrrlissecd Meadlrrine’s
DJ clairris for [26:< of Jurisdiction 9ecalse
Medlrrrmre wels 2 geiignt licgnsee il goad
Steineling).

acleral Clrelllt aifflrrnec,

Ugrapme Court ravearsed s

rleiniclec], corleltcling irlei, elfirigLic)r)

flenIple Wels el gelierjige ) oo

lirley, Weelrnine's (| Js,r,glnrhmg

vvas COETCEUNIAIIECIET] e f OICEINENL

actlorl. Trils, <l izl ¢
i

/1

~
—
(P
SIERE

i
C
gc

d

OVETSY



Meadlmmune Irmoact on |P
O HEIS/INGCENSEES

No origat line rile for cdaierrnining
vvnen 2\f) “eleilzl] corjirovarsy”

(P
(O

C
S

0’3

_Jc,erbees have Iricre |
10)C) susialrn DJ acilor)
Witrlout gracierlirlg licerse errls.




Quznia Cormolligr . LG Elgcironics

Trieit wWeas irier) ...

NG

[f],




\

Ouznte Comolisr vV, LG Elgcirornlcs

RISHSHIEYY
Uoclziie:

Trne DPE 2inoligs (o frlairloc geieris.

SOIINEGI
ine iraciijonel var o) gaiant resirlciors
'olloverg HIENIITEIRS IJA Of £he LETIIRCIJOIIES
WIETRENEIISTITICIENUYACIIISBUIESHIE
gelier)i — aver) i irle g duas noi
coffgleisly gragiice ine pelient,

OBLON
SpPIvAK



Olzlfitel BaoKelfourncl

LG (licersor) ane Intel (Licanses)
arligracd Iriio cip) sigraament resireilrig
seles of ine lleansead ieernrology o
trllrel oziriigs wrllern woulld niot < el
aiel rlon-lrigl o goneris.

(2

CUzipitel gurerieisec ieerinolagy fironr)
Inital wellen il witelln irle scoge of ire
aigjrearrant cipicl Kriowlngly e Iniel
airiel rlog-latel cooaneris.




Jmel rlnrl oS- JfJ[dJ Qzlfis, rlfJfJ
clgcirine of peiieni exrlzsiion o
200ly io meinocl clalms.

OBLON
SpPIvAK

N4

gacel|sa ir

IESHIGL

| I—



trlelt frieinocls f ey oe emgoacdiad I
oroduet — raiusirig o lrinzeie
S nzllsior for meirod gaienis;

iflelt, gecealse || Jrel Wels ailliriorizeac)

LORSEINIS produ 5 10 QLziiel, ir)e
DPE orgveris LG frof furiner
ZISSEIUIIENISHIEUETIINI TS




A

Dogirine of F

3if]

Copyrignis -- L7 U, 5.C (D(rl) aljows <
ourenzasar io sl or Jl\/d chng/ £l QelficLlel
lewvitlly mrzicle egoy of 2 cooyrigriige] Wors
WITRIOUT g2rission oree Ji rieis gaer) frsi
gureriaised),

Treclermzeres == ine rfgnt of 20 grocucer g
coslirgl disirigution of jis ireicemmzricad
oroeltict eloygs plgi exiericl geyand ine frsi
sela gf ineg groduct (cesa lzwy).

OBLON
SpPIvAK



Corngcluslon

2l flelfrovwy rlolelire)
i
2L orozicler noldirlg

Sugrare Colrt 9lnlors

~

gffacilne) gzt ey,

a0olicaigle ig

ireicl2nplzlfics il cooyrigris,




Triziels Yol

OBLON
SpPIvAK



	The Sleeping Giant is Awake
	Topics of Discussion:
	eBay v. MercExchange
	Four Factor Test
	eBay Background
	eBay Background
	eBay Impact on Patent Owners
	eBay Impact on Trademark/Copyright Owners
	MedImmune v. Genentech
	MedImmune v. Genentech
	MedImmune v. Genentech
	MedImmune Background
	MedImmune Background
	MedImmune Background
	MedImmune Impact on IP Owners/Licensees
	Quanta Computer v. LG Electronics
	Quanta Computer v. LG Electronics
	Quanta Background
	Quanta Background
	Quanta Background
	Doctrine of Patent Exhaustion Analogous to First Sale Doctrine
	Conclusion

