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FY 05 Patent Pendency

Technology Center S | By e

1600 - Biotechnology and Organic Chemistry 23.0 32.3
1700 - Chemical and Materials Engineering 19.7 29.7
éé(c)grit)(/:omputer Architecture Software and Information 327 435
2600 — Communications 30.5 423
2800 - Semiconductor, Electrical, Optical Systems 145 249
3600 - Transportation, Construction, Electronic Commerce 18.4 26.9
gzggm\:\:lechamcal Engineering, Manufacturing and 183 263
UPR Total (as of 10/1/2005) 21.1 29.1

FY 05 Target 20.7* 31.0

¢ “Average 1% action pendency” is the average age from filing to first action for a newly filed application, completed during July-

September FY 2005.

2 “Average total pendency” is the average age from filing to issue or abandonment of a newly filed application, completed during

July-September FY 2005.

* Assuming current input and output estimates, the agency should achieve first action pendency of 21.3 months by the end of FY

2005 and total pendency of 30.2 months. © Oblon Spivak 2007 3
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Continuations & Requests for

Continued Examination (RCES)
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Federal Register/Vol. 71, No. 1/Tuesday

January 3, 2006/Proposed Rules

DEPARTMENT OF COMMERCE

Patent and Trademark Office

37 CFR Part 1
[Docket No.: 2005-P-066]
RIN 0651-AB93

Changes To Practice for Continuing
Applications, Requests for Continued
Examination Practice, and
Applications Containing Patentably
Indistinct Claims

AGENCY: United States Patent and
Trademark Office, Commerce.
ACTION: Notice of proposed rule making.

SUMMARY: Continued examination
practice, including the use of both
continuing applications and requests for
continued examination, permits
applicants to obtain further examination
and advance an application to final = = »

* Only 1 cont or RCE!

* Applicant must designate 10

Spivak 2007

claims for Examination




FR.App.  USAPD. gy RCE

Continuations & Requests for
Continued Examination (RCES)

| Rejection
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January — May 2006: Public Comments
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Federal Register/Vol. 72, No. 161/Tuesda}f| Auﬁust 21, ZOUTI’ Rules and Regulations

DEPARTMENT OF COMMERCE Effective November 1, 2007:

Patent and Trademark Office

37 CFR Part 1 A) Only 2 conts. + 1 RCE

[Docket Nos.: PTO-P-2005-0022; PTO-P-

T B) 5 independent claims
s omErABm oRIABS and 25 total claims to be
Changes To Practice for Continued 1 -

Examination Filings, Patent examlned Wlthout an

Applications Containing Patentably

Indistinct Claims, and Examination of Exam i nation Support

Claims in Patent Applications

AGENCY: United States Patent and Document (ESD)

Trademark Office, Commerce,
okl C) New duty of disclosure
SUMMARY: The United States Patent and

Trademark Office (Office) is revising the for com monly owned

rules of practice in patent cases relating E £

to continuing applications and requests ppl

for continued examination practices, a Icatlons
and for the examination of claims in

patent applications. The Office is
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Continuations & Requests for
Continued Examination (RCES)

FR. App. US App. Finat RCE! = RCE?
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Rule 1.78 Disclosure
1. Application B
2. Application C

B

Feb. 1, 2008

Rule 1.78 Disclosure
1. Application A
2. PatentD
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What
happened?!?

The Patent
Office
“simplified”
regulations
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USPTO Faces Revolt Over Patent Rules

By Jacqueline Bell, jackie.bell@portfoliomedia.com

Friday, Oct 05, 2007 -- Facing a growing backlog of pending patent
applications, the United States Patent and Trademark Office has made a
highly controversial bet: That the new rules set to go into effect on Nov. 1 will
help make the application process more effective and efficient. So far, that
outcome is hardly the odds-on favorite among patent law practitioners.
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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF VIRGINIA
(Alexandria Division)

October 10, 2007

HOSMIThE

Flaintifls,
V. H Civil Action No. ___

JON W. DUDAS, in his official capacity :
as Under Secretary of Commerce :
for Intellectual Property and Director

of the United States Patent and
Trademark Office. and

UNITED STATES PATENT AND
TRADEMARK OFFICE,

Defendunts.

GlaxeSmithKlin GlaxoSmithKline (collectively referred to as
“GEK™) for their ant Jon W. Dudas, in his official capacity as Under
Seeretary of Comm. tual Property and Director of the Upited States Patent and
Trademark Office, and \efendant United States Patent and Trademark Office (“PTO™), hereby

allege as follows:

“
15 | B

S

Patent Law Blog (Patently-O)

OCT 25, 2007

USPTO Continuation and Claim
Rules: AIPLA Request Injunction
to Halt New Rules

Feeling some pressure from its members, the
AIPLA has now filed an amici brief in support of
GSK's motion for a preliminary injunction to stop
enforcement of the PTQO’s new rules on
continuations and claim count.
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CHARLES E. SCHUMER
NEW YORK

Wnited States Demate

WASHINGTON, DC 20510

October 25, 2007

The Honorable Jon W. Dudas

Underscerctary of Commerce for Intellectuzl Property and Director
United States Patent and Trademark Office

P.O. Box 1430

Alexandria, Virginia 22313

Via facsimile to: (571) 273-0083
Dear Undersecretary Dudas:

I write to raise concerns about two recently proposed rules, entitled “Changes to
Practice for Continuing Applications, Requests for Continued Examinalion Practice, and
Applications Containing Patentably Indistinct Claims,” and “Changes to Practice for the
Examination of Claims in Patent Applications,” published on August 21, 2007, It is my
understanding that these rules are scheduled to become final on November I,
2007. Because concerns have been raised about the potential impact of the new rules
and there is a pending lawsuit in the Eastern District of Virginia sccking an injunction of
the new rules, I ask that the PTO consider a delay in their implementation.
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October 31, 2007: Judge Grants
Preliminary Injunction Against USPTO

3)Plaintiffs’ Motion for a Preliminary Injunction is
GRANTED;

4) Defendants are preliminarily enjoined from

implementing the Final Rules titled “Changes to Practj

Alexa 0 James C. Cacheris
UNITED STATES DISTRICT COURT JUDGE
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USPTO employees are to continue
J processing and examining patent
applications under the rules and
procedures in effect on October 31,
2007, until further notice

This Web site will be updated and USPTO customers
should monitor this Web site for any updated
information.

[
[
|

f/ November 1, 2007 \ =

What’s next?

Decision in winter/spring 2008
Possible split decision:

GSK could win on 1)
Cont/RCEs limits, and 2) claims limits

USPTO could win on
disclosure of commonly owned apps

Appeal in spring/summer 2008

Federal District Court for the Eastern District of Virginia, in
Alexandria, VA
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What’s next?

‘ =¥ * More USPTO rules being proposed!

4+ Limits on the number of references
cited in IDS

4Limits on claimed alternatives

+New Requirements for Appeals

% More Court Challenges?

* New Management at the USPTO?
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Allowance Rate

(The Rate is the of that were by Ci are
750 ‘gave either a final approval or a rejection that the applicant chose not to pursue.)
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