
1

1

© Oblon Spivak 2007

La saga des nouvelles règles 
d'examen définies par l' USPTO

Philippe Signore
psignore@oblon.com

2© Oblon Spivak 2007



2

3© Oblon Spivak 2007

FY 05 Patent Pendency

31.020.7*FY 05 Target
29.121.1UPR Total (as of 10/1/2005)

26.318.33700 - Mechanical Engineering, Manufacturing and 
Products

26.918.43600 - Transportation, Construction, Electronic Commerce
24.914.52800 - Semiconductor, Electrical, Optical Systems
42.330.52600 – Communications

43.532.72100 - Computer Architecture Software and Information 
Security

29.719.71700 - Chemical and Materials Engineering
32.323.01600 - Biotechnology and Organic Chemistry

Average Total 
Pendency  (months)2

Average 1st Action 
Pendency (months)1Technology Center

1 “Average 1st action pendency” is the average age from filing to first action for a newly filed application, completed during July-
September FY 2005.
2 “Average total pendency” is the average age from filing to issue or abandonment of a newly filed application, completed during 
July-September FY 2005.
* Assuming current input and output estimates, the agency should achieve first action pendency of 21.3 months by the end of FY 
2005 and total pendency of 30.2 months.
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Continuation Filing Percentage
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Continuations & Requests for 
Continued Examination (RCEs)

FR. App. US App. RCE1
Final

Rejection
RCE2

Final
Rejection

Patent 1

Cont1
Patent 2

Cont2 RCE1
Final

Rejection
Patent 3Unlimited number 

of Continuations 
and RCEs are 
available
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Only 1 cont or RCE!

Applicant must designate 10 
claims for Examination

Only 1 cont or RCE!

Applicant must designate 10 
claims for Examination

……



4

7© Oblon Spivak 2007

Continuations & Requests for 
Continued Examination (RCEs)

FR. App. US App. RCE1
Final

Rejection
RCE2

Final
Rejection

Patent 1

Cont1
Patent 2

Cont2 RCE1
Final

Rejection
Patent 3
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January – May 2006: Public Comments

NO!
NO!
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Effective November 1, 2007:
A)  Only 2 conts. + 1 RCE
B)  5 independent claims 
and 25 total claims to be 
examined without an 
Examination Support 
Document (ESD)
C)  New duty of disclosure 
for commonly owned 
applications

Effective November 1, 2007:
A)  Only 2 conts. + 1 RCE
B)  5 independent claims 
and 25 total claims to be 
examined without an 
Examination Support 
Document (ESD)
C)  New duty of disclosure 
for commonly owned 
applications
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Continuations & Requests for 
Continued Examination (RCEs)

FR. App. US App. RCE1
Final

Rejection
RCE2

Final
Rejection

Patent 1

Cont1
Patent 2

Cont2 RCE1
Final

Rejection
Patent 3
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The impact of the 5/25 Rule

28%

9%

18% 17%

US origin JP origin

FR origin DE origin

≤ 25 Claims> 25 claims

Based on US patents issued so far in 2007
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New Duty of Disclosure: Example 

Application A

Foreign

Foreign

Foreign Priority

Foreign Priority

US Priority

Nov 1, 2007 4 months
After FD

Due Date for initial
Rule 1.78 Disclosure

4 Months

Application B
Application C

(cont.)

Rule 1.78 Disclosure
1. Application B
2. Application C

Rule 1.78 Disclosure
1. Application A
2. Patent D

Due 2 months from 
A’s Notice of Filing

Due Feb. 1, 2008

Feb. 1, 2008

Foreign App. D

Patent DForeign Priority

Applications A, B, C, & D:
Commonly owned
One inventor in common
Any subject matter claimed!
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October 10, 2007

GSK asks th
e Court for a 

Preliminary Injunction
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October 31, 2007: Judge Grants 
Preliminary Injunction Against USPTO

Basic reason: The rules are 

in conflict with the law
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USPTO employees are to continue 
processing and examining patent 
applications under the rules and 
procedures in effect on October 31, 
2007, until further notice

This Web site will be updated and USPTO customers 
should monitor this Web site for any updated 
information.

November 1, 2007
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Federal District Court for the Eastern District of Virginia, in 
Alexandria, VA

Decision in winter/spring 2008
Possible split decision:

GSK could win on 1)  
Cont/RCEs limits, and 2) claims limits

USPTO could win on 
disclosure of commonly owned apps

Appeal in spring/summer 2008

What’s next?

But, pending legisla
tion

could trump everything!



11

21© Oblon Spivak 2007

What’s next?
More USPTO rules being proposed!

Limits on the number of references 
cited in IDS
Limits on claimed alternatives
New Requirements for Appeals

More Court Challenges?
New Management at the USPTO?

More USPTO rules being proposed!
Limits on the number of references 
cited in IDS
Limits on claimed alternatives
New Requirements for Appeals

More Court Challenges?
New Management at the USPTO?
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Philippe Signore
psignore@oblon.com

THANK YOU



12

23© Oblon Spivak 2007


