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Recordation Process

• It is now possible to electronically file 
IPR recordation applications

• It is no longer necessary to submit 
certified copies of trademark or 
copyright registrations.



Recordation Process

• Applicant can pay by credit card 
(preferred), check or money order. 

• No need to send samples of the work to 
CBP because an applicant can upload 
images of the protected work or trademark

• The time from filing of the application to 
enforcement by field personnel should be 
reduced.
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Involving Customs in the Anti-
Counterfeiting Effort

• Recordation of trademarks, registered 
copyrights and non-registered trade 
names

• Recordation is not mandatory, but 
substantially increases the chances of 
Customs detaining and seizing 
counterfeit items



Recordation Process

–Place of manufacture of goods
–Lists of authorized licenses, 

subsidiaries, and other authorized 
users or importers of the relevant 
goods

–Filing fees



Recordation Process

• Complete recordation process using 
e-forms provided by Customs

• The information provided is put into a 
national U.S. Customs database and 
is available at all ports

• Further, specific information regarding 
known infringements can also be 
included in the database



Trade Names

• The trade name to be recorded.
• Whether the trade name has been 

used for at least six months.
• If the trade name to be recorded if 

other than a complete business 
name, provide convincing proof to 
establish that only one part of the 
name is customarily used. 



Trade Names

• The name, complete business 
address, and citizenship of the trade 
name owner(s).

• Information regarding the applicant 
and its business entity

• Identify what information, if any, you 
are claiming as confidential or 
privileged.



Recordation Process

• The paper recordation process 
generally took about six weeks.  

• The new electronic system should be 
much quicker.

• Once recordation is complete, a 
confirmation letter is sent to the rights 
owner.



How the Process Works

• Goods arrive at the Customs port of entry
• Customs inspectors may detain 

merchandise at the time of the 
merchandise’s arrival in the United 
States

• Customs may examine, take samples 
from, detain, and deny entry of imported 
goods bearing marks suspected of 
copying or simulating a registered mark.



How the Process Works

• Counterfeit – 19 C.F.R. § 133.21 
–“a spurious trademark that is identical 

to, or substantially indistinguishable 
from” a registered mark

–Seized goods will be forfeited absent 
consent of the trademark owner

–Customs can impose civil fines
–Recordation not mandatory



How the Process Works

• Counterfeit goods are seized and, in 
the absence of written consent of the 
owner, forfeited for violation of 
customs laws



How the Process Works

• Upon seizure, Customs provides the 
following information to the trademark 
owner:
–The date of importation
–The port of entry
–A description of the goods
–The quantity involved



How the Process Works

• The name and address of the 
manufacturer

• The country of origin of the 
merchandise

• The name and address of the 
exporter; and 

• The name and address of the 
importer



Categories for Seizures -
Trademarks

• Confusingly Similar - 15 U.S.C. § 1124
– A “copying or simulating trademark” is one 

which may so resemble a recorded mark 
as to be likely to cause the public to 
associate the copying or simulating mark 
with the recorded mark.

– Recordation is mandatory
– Infringing goods are detained, not seized.



How the Process Works

• Confusingly Similar Marks
• Under 19 CFR § 133.22, such goods 

shall be detained for 30 days during 
which time the importer shall be 
afforded the opportunity, before 
expiration of the 30-day period, to 
take corrective action.



How the Process Works

• A physical sample of the seized item 
may also be sent to the trademark 
holder, but only after the trademark 
holder has posted a bond sufficient to 
cover the value of the sample.



Seizure

• If the importer files a claim and cost 
bond Customs must forward the case 
to the U.S. Attorney’s Office for 
review and possible filing of a 
forfeiture complaint against the 
property

• The importer can also file a petition to 
challenge the seizure



Thank you.

Jeffrey H. Kaufman
Oblon, Spivak

Alexandria, Virginia
oblon.com
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