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background/interests

> Ip
» Internet
» law



legal i1issue focus

» “use in commerce”
» comparative advertising

» Initial interest confusion



legal issue focus P
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Address pop-up adw'g cases

ﬁ Gator.com - Home - Microsoft Internet Explorer

<3 Claria Home - Microsoft Internet E; 2 WhenU - Microsoft Internet Explorer

File Edit ‘“iew Favorites Tools  Help

EBack ~ = - (D i | Qisearch (3] Favorites
Address Iﬂj httpef fwhenu, com/

File Edit View Favorites  Tools
EBack + = - () ﬁ‘@ﬁe
Address Iﬂj hktp: e, clatia, com)




pop—up adv’g cases

» wells fargo v. whenu.com
(e.d. mich. 11/2003)

» 1-800 contacts v. whenu.com
(s.d.n.y. 12/2003)



BOTH
WHENU.COM

pop—up CASES
adv’g cases

= download free software
= monitor web surfing
= deliver competing ads




3 WhenU Contextual Demo - Microsoft Internet Explorer

© WhenU

Just-in-time Marketing

WhenU's relevant offers lead to extremely high click rates (3-20%). Millions in sales

hen i milli
} Amazon.com--Earth’s Biggest Selection - Microsolt Internet Bxplorer W enU drives millions )
| Fle Edt Wew Favorkes Tods  Melp in monthly sales for retail

: : s - — - - T v artners, through increased
| ek - - @@ A Dsewch Qifwoker Gk FID-ST-HEBAIOR Snnuersinn & trgffir:

generation.

pmamnExchsiet {¢ AMAZONCOM. 3. vowos | wisnust | ouaccom) | war 7 =
ﬂﬁnnﬁe-uw.&rrﬂn'!jﬂ' — s -1

1'% ondy A RMATON - e
J 5:) WELCOME @@ riu{“ﬂnl{s‘Tlt]T&E% HM:‘"E’:R‘EE T"ﬁ“lﬁlﬂa%&;‘g‘l Wereir Ganlil Bos

= IHTERMATIONAL = TOP SELLERS = @TﬁHGET = TODAY'S DEALS = SELL YOUI

Siiop today and save! FREE Super Saver Shipping on giriscs oue w{% $ SaveNow! is a
~

ey ow ustamer staet e Bk WhenU brand

| A8 Products =|

Featurgd Starss Sop Today's Deals u

- Gifts shoppers!

- .-'\.E[I_-ﬂﬁ"' B
ACCessones Help Make a Child's Wishes Come

~ l_!Fﬁ:l'\- Prodyucts _ri The HBC Tﬂﬂlﬂ_]-" shwwr

: .| Save instan ; i
Tovs & Canes ToDAy Amusecon nd O WhenU disclaimer

Books. Music. DVD ages thus holbday seagon
i CRETheNy thal fujc Click for Coupon Detar™
» Rooks Today show gift drive's Wish List -

» VD

Thiz iz a Whenl offer and iz not sponzored or dizplayed by the
webzites vou are wiziting, Mare...

]




pop—up adxr’ g WeIIstargo

WhenU.com

casSes

“use in commerce”

= access to website not hindered
= ads appear In separate window
= use of URLs In directory okay




POP = uP adv / g WeIIstargo

WhenU.com

casSes

comparative advertising

= yep . . .
= even Iif benefit from
tm owner’s goodwill




pop—up adxr’ g WeIIstargo

WhenU.com

casSes

initial interest confusion

= some courts use Ilic
doctrine in internet cases . . .
= but, rejected here!




Wells Fargo

pop-up adv’g v

WhenU.com

casSes

POpPEUpPladsSiareNegit

“  no “use in commerce”

=  comparative adv'g

= no initial interest confusion

= no tm infringement (unlikely)




pop-—up adv’g 1800

Contacts
Vv

cases Whenl.l.com

“use in commerce”

D access to website
IS hindered

E use of URLs in
directory not okay




pop-up adv’g Contacts

v

cases Whenl.l.com

initial interest confusion

= |uring/diverting consumers
=  harm consumers & tm owner

= |.o.c. analysis to cinch
infringement




1-800

pop — up adv / g Contacts

V.
WhenU.com

casSes

it

~d

= “use in commerce”
. Initial interest confusion
= tm infringement (likely)
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trin kewing cases

tm search

search engine
results

competing
banner ad
(& hyperlink)

20



tm keying cases

playboy v. nhetscape
(c.d. cal. 2001) (9th cir. 2004)

geico V. google
(e.d. va. 2004)



Playboy
V.
Netscape

tm keying cases

= Internet search for tm
= competing banner
ads appear

=  banner ads were
unlabeled




trin kewing cases

a Google Search: playboy - Microsoft Internet Explorer

G Back ~ = - @ o3 | lﬁSearch [ ] Fawvorites SEEIrl:h

Address Ej hkkp: | fvoeve google ., comysearchrhl=enie=LTF-38

GoogleGms —

VWeb sponsored Links

Froduct search results forn Playboy todels and Pics

Playboy: lenny McCal : : : :
PLAYBOY “White with 1 CXclusive pice and 1 on 1 interiew

Playboy-Embrace The| |nstar < to free SEHY pthDS
Playboy.com: Sex F'Ia'yl:

Wiorld Se e - Playboy. corm
fom around the ward along plé oee your message here. ..

wonny, playboy. com)d / Sblk - Oc




Playboy
V.

tm keying cases SO

teyingNeyit

= no “use in commerce”
= no tm infringement (likely)




Playboy

V.

tm keyj.ng cases Netscape

“use in commerce”

EN 11: fed’l jurisdiction over tm

cases rests on the Commerce Clause,
sweeps as broadly as possible, and
clearly encompasses the circumstances

of this case




Playboy

V.

tm keYing cases Netscape

comparative advertising

not analyzed, but. ..
= no fair use

* no nominative use
= no functional use




Playboy

V.

tm keyj.ng cases Netscape

initial interest confusion

= “we find insufficient evidence to
defeat [sj] on any other theory”

= J. Berzon: 1ic doctrine
IS Insupportable




Playboy

V.

tm keying cases SO

vinkeyinmgmoiiegit

= “use in commerce”
= jnitial interest confusion
= tm infringement (likely)




a Excite - Search: playboy - Microsoft Internet Explorer - |5j |£|

File Edit View Favorites Tools  Help ﬁ
<= Back ~r| =b|- @ at | @Search (4] Favorites @Media = @ | %v A\

Address aﬂ http s sl excite, com/info.xcitelsearchiweb/playboy

E = = plagbiay ple - - -

Illjuicl-: Find *I SearchSpy MEW! | Excite | Lite | Emnail | Help

You've entered a search term that is likely to contain adult content.

Would you like to:
Yiew adult results provided by Destination®x=.com.
Destination=®x.com is an independent adult search service.

Yiew Unfiltered Excite Web results with Adult Content.
Wiew Filtered Excite Web results with MO Adult Content,
Filtered Results only include results from partners that provide such results,

Warning!!! By clicking an the links above yvou certify that you are of the legal age and not prohibited from wiewing
adult content in the place from which you are accessing this page, You acknowledage all responsibility for wiewing the
rmaterial that follows, Please revise vour search if you are under 18 ar live in a place that viewing adult content is
prohibited.

“our Adult Filter is currently CFF,

& weh Sites & News { Photos

vellow Pages
||:I|E|_','|:II:I_'.-' Search | Wwhite Pages
[~ Exact Phrase fdvanced Search | Preferences | Tools & Tips

|4E_$L| hitkp: ffclickit, goZnet, comyadclickq/cid=3709082area=is, adult, nightsurf, unfiltered, paidésite=dpcp=info, xcitedsre | | | |ﬂ Intermet
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Illjuin::l-: Find *I

P Back - = - @ ot | @Search (3] Favorites @Media =

Address -E_:L| http: fimsxml excite, com)info. ke searchfweb)plavboy [ 112001 - 1011 11

eXcite. B &
Xeite- BN

Mow Searching: Google « vahoo « Asl; Jeeves «

a Excite - Search: playboy - Microsoft Internet Explorer

x>

File  Edit ‘iew Fawarites Tools  Help

Excite

O Web Sites gD

plagbiay

W Exact Phrase

sarch

| post-s_gttlement )

About « Overture « Altavista « Learn More

SearchSpy MEW! | Excite | Lite | Ermail | Help

Web search results for "playboy™ {1 - 20 of 121)

Are you looking for?

Mo Suggestions
Found,

+ Recent Searches

playboy

Hide Clear all

{* Yiew By Relevance { Yiew By Search Engine

1. Playboy Magszine Mow Just $£15 96 3 Year

Subscriptions only, Buy Playboy and save 75% off the newsstand price at
MagazineCity. Save up to 92% on 1500 magazines. Legitimate prices, gift cards,

Sponsored by hitp:/fwww rmagazinecity. com

dyboy online: In-depth Cumr:narw [aro

Go to Hoowver's Online for in-depth, first-hand, company coverage provided by
business experts. Get an overview, key executive bios, financials, news, industry

r My
Sponsored by hitp:/fwew hoovers, com |

3. Playboy Models and Pics

cocess to free sexy photos,
Sponsored by: hitp:/fwww. Bposed.com)

4, MNude

ating Eesources Center tar Mudist, Natun§t Singles, Register free,
Sponszored by hitp: /S wew NudistFriendFinder, corfs

B, The BEST playboy POEN on the internet!

Cum check out the BEST playboy websites on the Internet! For years we have
rrollerted anly the RFST nnrn sites o nive vl what ol weant. We think swonddll
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tm keying cases
google keying policy:

= advertisers bid on any
term, including trademarks

= advertisers, not google,
choose key terms




tm keying cases

“use in commerce”

= yep ...
= google loses motion to dismiss
= google loses motion for sj




tm keying cases

comparative advertising

= comparative adv'g
not addressed
= fair use not addressed
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tm keying cases

initial interest confusion

= 4th cir. doesn't recognize IiC
doctrine

= e.d. va. doesn’'t even mention it




= “use In commerce”

= tm keying doesn't create l.o.c.

= banner ads displaying tm In
title or text create l.o0.cC.
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litigation tips

KNOW. Your forums
present your best claims
focus on your most relevant defenses

36



2. claims
3. defenses

litigation tips

(for plaintiffs)
= forums finding
Infringement

= forums adopting lic




1. forums

3. defenses

litigation tips

= drop copyright claims
= focus on tm claims




litigation tips

=  no "use In commerce”
= comparative advertising




conclusion

Dependson ...

= “use In commerce”

= comparative advertising
= jnitial interest confusion
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